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Remarks 



Claims 1-6 are pending. Claims 1 and 6 have been amended to specify that the network 
has at least two glass transition, points. Support for the amendment is found, at least, on page H, 
lines 21-23 and the Examples. 



Claims 1-6 were rejected under 35 U.S.C, § 102(b) as being anticipated by WO 93/17WW 
by MubheP r'( lubbeip): U.S. Patent No. 5,854,382 to LoomLs ("I oomis \ Sawfmey a ul 
Macromohctdcs. 26(4), (1993) ("Sawhney"'); and Kim et aL Biomaferktls, 21, 259-265 (2000} 
(;'KinC). Applicants respectfully traverse this rejection. 
The Lesal Standard 




For a rejection of claims to be properly founded under 35 U.S.C. § 102, it must be 
established that a prior art reference discloses each and every element of the claims. Hyhritech 
Inc. v Monoclonal Amihodies Inc., 231 U.S.P.Q. 81 (Fed. Cir. 1986), cert, denied, 480 US 94? 
(1987); Scripps Clinic & Research Found v, Genentech Inc., IS i..S V Q 2d iOOi (Fed. Cir. 
199 i ). t he Federal Circuit held in .Scrip/?*, 1 8 U.SJ'A>.2d at 1010: 

Invalidity for anticipation requires that, all of the elements and limitations of the claim arc 
found within a single prior art reference. . . There must he no difference between the 
claimed invention and the reference disclosure, as viewed by a person of ordinary ski!! in 
the field of the invention. (Emphasis added) 
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A reference that fails to disclose even one limitation will not be found to anticipate, even if the 
missing limitation could be discoverable through further experimentation. As the federal Circuit 
held in Scripps, Id.: 

[A] finding of anticipation requires that all aspects of the claimed invention were already 
described in a single reference: a finding that is not supportable if it is necessary to prove 
(acts beyond those disclosed in the reference in order to meet the claim limitations. The 
role of extrinsic evidence is to educate the decision-maker to what the reference meant to 
persons of ordinary skill in the field of the invention, not to fill in the gaps in the 
reference. 

For a prior art reference to anticipate a claim, it must enable a person skilled in the art to practice 
the invention. The Federal Circuit held that "a § 102(b) reference must sufficiently describe the 
claimed invention to have placed the public in possession of it. . . [Ejven i f the claimed 
in vention is disclosed in a printed publication, that disclosure will not suffice as prior art i f it was 
not enabling. ,: Paperless Accounting Inc v Bay Area Rapid Transit Sys., 23 1 U.S.P.Q . 649. 655 
(Fed. Cir. 1986). 
Analysis 

Claims 1 and 6.. as amended, are directed to an amorphous shape memory polymeric 
network comprising a crosslinked ABA tri block dimethactylate macrornonomer. wherein the 
macTomonorner comprises blocks derived from polyesters and polyethers, and wherein the 
network has at least two glass transition points, and methods of making thereof. A shape 
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memory polymer is defined as a material which possesses at least two shapes in memory: a 
permanent shape and at. least one temporary shape (page 1. lines 12-13). The material can be 
converted from its permanent shape to a temporary shape and back again by applying an external 
stimulus, such as a change in temperature (page 1 , lines 34-15}. The claimed compositions 
contain, at least two glass transition points; the formation of covalcnt crosslinks, which 
establishes the permanent shape of the material and the glass transition point of the triggering 
segments, which establishes at least one temporary shape. 

a. Sawhney et uL, Macromolecides, 26(4), (1993) -("Sawhney") 
Sawhney describes bioerodible hydrogels having a polyethylene glycol) central block 
with oligomers of a-hydroxy acids, such as cHgop- lactic acid) or oligo(glyco!ic acid) and 
terminated with aery late groups (abstract). Sawhney does not disclose amorphous shape 
memory polymeric networks, wherein the networks have at least two glass transition points. The 
hydrogels described in Sawhney do not have a permanent shape and at least one temporary 
shape, Hydrogels typical iy exhibit only a single glass transition temperature (see page 585, 
f igure 4. which describes the single glass transition temperature observed for hydrogels formed 
by photocross linking poiyC ethylene glycoi-co-poly(a-hydroxy acid) macromers). In order to for 
a reference to anticipate, it must disclose, expressly or inherently, each and every element of the 
claim. Sawhney does not disclose, expo ssb or a hetvnth. amorphous polymeric shape memory 
networks, wherein the networks have at. least two glass transition points. Accordingly, claims 1- 
6 are novel over Sawhney. 
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k WO 93/1 7669 to Hubbell ("BubbeW) 

Hubbell describes hydrogels of polymerized and cross.link.ed macromers containing 
hydro phi lie o] isomers having biodegradable monomelic or oligomeric extensions, wherein the 
biodegmdable extensions arc tenotome J on bee ends with end cap monomers or oligomers 
capable of polymerization and crossli.nki.ng (abstract), Hubbell does not disclose amorphous 
shape memory polymeric networks, wherein the networks have at least two glass transition 
points. The hydrogels described in Hubbell do not have a permanent shape and at least one 
temporary shape, Hydrogels typically exhibit only a single glass transition temperature (see 
Sawhney, page 585, Figure 4, which describes the single glass transition temperature observed 
for hydrogels formed by photocrossllnking polyethylene glycobco-poiy{o>hydroxY acid) 
macromers i. In order to for a .reference to anticipate, it must disclose, expressly or inherently, 
each and every element of the claim. Hubbell does not disclose, expressly or inherently, 
ditiuiphouN jvhineru shape metam; aet\u :hs. wheiein Ue networks hoc .a least two trjiv-.it o * 
points. Accordingly, claims 1-6 are novel over Hubbell. 

c Kim et at., Biomaterials, 21, 259-265 (2000) ("Kim ») 

Kim describes biodegradable hydrogels formed from poiy( ether-ester) networks prepared 
by UV photopolymerization (abstract). Kim does not disclose amorphous shape memory 
polymeric networks, wherein the networks have at least two glass transition points. The 
hydrogels described in K im do not have a permanent shape and at least one temporary shape. 
Hydrogels typically exhibit only a single glass transition temperature (see Sawhney, page 
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Figure 4, which describes the single glass transition temperature observed for hydrogels formed 
by photocrosslinking poly(ethylene glycol-co-polyfa-hydroxy acid) raacromers). to order to for 
a reference t.o anticipate, ii must disclose, expressly or inherently, each and even element of the 
claim. Kins does not disclose, expressly or inherently, amorphous polymeric shape memory 
networks, wherein the networks have at least two glass transition points. Accordingly, claims 1- 
6 are novel over Kim. 

<L U.S. Patent No. 5, 854,382 to Loomis 
Loomis describes cross-linked hydrogels formed from, water-insoluble copolymers 
(abstract). The copolymers contain a bioresorbable region, a hydrophilic region, and at least two 
erosslinkable functional groups per polymer chain (abstract). Loomis does not disclose 
amorphous shape memory polymeric networks, wherein the networks have at least two glass 
transition points. The hydrogels described in Loomis do not have a permanent shape and at least 
one temporary shape. Hydrogels typically exhibit only a single glass transition temperature (see 
Sawhney, page 585. Figure 4, which describes the single glass transition temperature observed 
fot hydrogels orrned b) photocrosslinking polyethylene glycol-co-poly(a-hydrox) acid) 
rnacromers). In order to for a reference to anticipate, it must disclose, expressly or inherently, 
each and every element of the claim. Loomis does not disclose, expressly or inherently, 
amorphous polymeric shape memory networks, wherein the networks have at least two glass 
transition points. Accordingly, claims 1-6 are novel over Loomis. 
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Allowance of claims 1.-6, as amended, is respectfully solicited. 



Respectfully submitted 



\i vi:.;-.. I , i>:. 
Michael Terapane, Ph.D. 
Reg. No. 31,284 

Date: December M. 2006 

PABST PATENT GROUP LLP 

400 Colony Square, Suite 1200 

1201 Peachtree Street 

Atlanta, Georgia 3036) 

(404)879-2155 

(404) 879-2160 (Facsimile) 



•i 50724 If ( vi 



mnb Urn 



